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DETAILED ACTION 

1 . The examiner notes for the record that the Information Disclosure Statement filed 21 
September 2006 had one sheet of references but the sheet was labeled as 1 of 2 sheets. There 
was no second sheet to be considered of record. The first sheet was so noted as the only sheet of 
record. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Kuroda et al (US 
6,524,763 Bl). With respect to instant claims 5-6, tris [4-diethylamino)phenyl]methane in line 
39 of col. 4 of Kuroda is a compound anticipating the instant genus and species of pigments 
claimed as the compound is inherently a pigment. Mere recitation of newly discovered function 
or property, inherently possessed by things in prior art, does not cause claim drawn to those 
things to distinguish over prior art; Patent Office can required applicant to prove that subject 
matter shown to be in prior art does not possess characteristic relied on where it has reason to 
belive that functional limitation asserted to be critical for establishing novelty in claimed subject 
matter may be inherent characteristic of prior art; this burden of proof is applicable to product 
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and process claims reasonably considered as possessing allegedly inherent characteristics. In re 
Best, Bolton and Shaw (CCPA) 195 USPQ 430. 

5. Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Rauner et al 
(4,139,390). With respect to instant claims 5-6, tris (p-dibutylaminophenyl) methane, tris (p-di- 
t-butylaminophenyl) methane and tris (p-diethylaminophenyl) methane in lines 57-58,61 of col. 

9 of Rauner et al are a compounds anticipating the instant genus and species of pigments claimed 
as the compound and are inherently pigments. Mere recitation of newly discovered function or 
property, inherently possessed by things in prior art, does not cause claim drawn to those things 
to distinguish over prior art; Patent Office can required applicant to prove that subject matter 
shown to be in prior art does not possess characteristic relied on where it has reason to belive that 
functional limitation asserted to be critical for establishing novelty in claimed subject matter may 
be inherent characteristic of prior art; this burden of proof is applicable to product and process 
claims reasonably considered as possessing allegedly inherent characteristics. In re Best, Bolton 
and Shaw (CCPA) 195 USPQ 430. 

6. Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Gatzke et al 
(4,139,390). With respect to instant claims 5-6, tris (p-diethylaminophenyl) methane in lines 
57-58,61 of col. 9 of Gatzke et al is a compound anticipating the instant genus and species of 
pigments claimed and is inherently a pigment. IN Gatzke et al see particularly column 14, lines 
1-15. Mere recitation of newly discovered function or property, inherently possessed by things 
in prior art, does not cause claim drawn to those things to distinguish over prior art; Patent Office 
can required applicant to prove that subject matter shown to be in prior art does not possess 
characteristic relied on where it has reason to believe that functional limitation asserted to be 
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critical for establishing novelty in claimed subject matter may be inherent characteristic of prior 
art; this burden of proof is applicable to product and process claims reasonably considered as 
possessing allegedly inherent characteristics. In re Best, Bolton and Shaw (CCPA) 195 USPQ 
430. 

7. Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by McGuckin (CA 
1039550). With respect to instant claims 5-6, the first two compounds in Table I on page 42 of 
McGuckin anticipate the instant genus and the second compound anticipates the species and 
genus. Both are inherently a pigments. They are tris (p-diethylaminophenyl) methane and tris 
(p-dipropylaminophenyl) methane. Mere recitation of newly discovered function or property, 
inherently possessed by things in prior art, does not cause claim drawn to those things to 
distinguish over prior art; Patent Office can required applicant to prove that subject matter shown 
to be in prior art does not possess characteristic relied on where it has reason to believe that 
functional limitation asserted to be critical for establishing novelty in claimed subject matter may 
be inherent characteristic of prior art; this burden of proof is applicable to product and process 
claims reasonably considered as possessing allegedly inherent characteristics. In re Best, Bolton 
and Shaw (CCPA) 195 USPQ 430. 

8. Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Balon et al (US 
2,755,202). With respect to instant claim 5, the product of Example 11, i.e. the unsymmetrical 
hexaalkyl-triamino triphenyl methane, of Balon et al shown as 
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Tfie product, which Is believed to fee an tixisymxx^trieEl 
teasIkyRriamkc^trfphenyl methane of the structaie: 





or the tri (di n 



butylaminophenyl) methane of Example 10, in the paragraph bridging column 9 and 10 of Balon 
et al anticipate the instant genus and are inherently pigments. With respect to instant claim 6, 
the leuco ethyl violet of line 35, col. 3 of Balon et al anticipates the instant pigment of claim 6. 
Mere recitation of newly discovered function or property, inherently possessed by things in prior 
art, does not cause claim drawn to those things to distinguish over prior art; Patent Office can 
required applicant to prove that subject matter shown to be in prior art does not possess 
characteristic relied on where it has reason to believe that functional limitation asserted to be 
critical for establishing novelty in claimed subject matter may be inherent characteristic of prior 
art; this burden of proof is applicable to product and process claims reasonably considered as 
possessing allegedly inherent characteristics. In re Best, Bolton and Shaw (CCPA) 195 USPQ 



3,658,543). With respect to instant claims 5-6, Gerlach et al discloses in lines 65-68 in column 
3, tris(p-dibutylaminophenyl)methane, tris(p-di-n-butylaminophenyl)methane, and tris(p- 
diethylaminophenyl)methane. All of these compounds anticipate the pigments of the instant 
invention. Mere recitation of newly discovered function or property, inherently possessed by 
things in prior art, does not cause claim drawn to those things to distinguish over prior art; Patent 
Office can required applicant to prove that subject matter shown to be in prior art does not 



430. 



9. 



Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Gerlach et al (US 
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possess characteristic relied on where it has reason to believe that functional limitation asserted 
to be critical for establishing novelty in claimed subject matter may be inherent characteristic of 
prior art; this burden of proof is applicable to product and process claims reasonably considered 
as possessing allegedly inherent characteristics. In re Best, Bolton and Shaw (CCPA) 195 USPQ 
430. The examiner notes that Gerlach et al in column 14, lines 30-36, teaches the use of the 
compositions made with these compounds includes radiation dosimeters. No mention of epoxy 
or photo-radically curable resin are made by Gerlach et al. 

10. Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Kurita et al (US 
4,251,619). With respect to instant claims 5-6, Gerlach et al discloses in lines 51-54 in column 
8, tris(p-dibutylaminophenyl)methane, tris(p-di-n-butylaminophenyl)methane, and tris(p- 
diethylaminophenyl)methane. All of these compounds anticipate the pigments of the instant 
invention. Mere recitation of newly discovered function or property, inherently possessed by 
things in prior art, does not cause claim drawn to those things to distinguish over prior art; Patent 
Office can required applicant to prove that subject matter shown to be in prior art does not 
possess characteristic relied on where it has reason to believe that functional limitation asserted 
to be critical for establishing novelty in claimed subject matter may be inherent characteristic of 
prior art; this burden of proof is applicable to product and process claims reasonably considered 
as possessing allegedly inherent characteristics. In re Best, Bolton and Shaw (CCPA) 195 USPQ 
430. Kurita et al teach the use of these compounds in compositions with free radically curable 
resins but no mention of epoxy resin is made. 

1 1 . Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Dessauer et al 
(US 6,251,571). With respect to instant claims 5-6, Dessauer et al in Example 3, Samples 3-1 
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and 3-6 in Tables 5, 6 and 7, anticipate the instant compounds wherein LECV is as set forth in 
col. 5-6 of Dessauer et al as Leuco Ethyl Crystal Violet. Mere recitation of newly discovered 
function or property, inherently possessed by things in prior art, does not cause claim drawn to 
those things to distinguish over prior art; Patent Office can required applicant to prove that 
subject matter shown to be in prior art does not possess characteristic relied on where it has 
reason to believe that functional limitation asserted to be critical for establishing novelty in 
claimed subject matter may be inherent characteristic of prior art; this burden of proof is 
applicable to product and process claims reasonably considered as possessing allegedly inherent 
characteristics. In re Best, Bolton and Shaw (CCPA) 195 USPQ 430. Dessauer et al teaches the 
extreme reactivity of LECV but shows how to stabilize it to ambient light in acid generating 
systems. 

12. Claims 5-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Kerwin (US 
3,647,457). The EXAMPLE of Kerwin anticipates the instant invention of claims 5-6 wherein 
(p-diethylaminophenyl) methane is the leuco dye in the element which colors upon exposure to 
light. 

13. Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Nagashima et al (US 
4,258,123). With respect to claim 5, Nagashima et al anticipates the instant invention wherein 
p,p',p" -hexapropyltriaminotriphenylmethane is a species of the genus of pigments claimed. See 
particularly in Nagashima et al claim 11, last line and lines 35-36 in column 6. Mere recitation of 
newly discovered function or property, inherently possessed by things in prior art, does not cause 
claim drawn to those things to distinguish over prior art; Patent Office can required applicant to 
prove that subject matter shown to be in prior art does not possess characteristic relied on where 
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it has reason to believe that functional limitation asserted to be critical for establishing novelty in 
claimed subject matter may be inherent characteristic of prior art; this burden of proof is 
applicable to product and process claims reasonably considered as possessing allegedly inherent 
characteristics. 

14. Claims 1-10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Frommeld et al (US 4,940,647). With respect to instant 
claims 5-6, Frommeld anticipates the instant pigments with tris-(p-diethylaminophenyl)methane 
and tris-(p-dipropylaminophenyl)methane set forth in lines 1-2 of column 3. With respect to 
instant claims 1-10, Frommeld et al discloses in column 2, lines 1-33, a genus of composition 
and method of using such that has all but the specific leuco dye of the instant invention. 
However, the examples of the preferred leuco dyes set forth by Frommeld et al in the paragraph 
bridging columns 2-3 is so small as to make each leuco dye listed immediately envisionable in 
the composition and method of column 2, lines 1-33 of Frommeld et al. There are fourteen listed 
with only four listed as particularly preferred of these four two are tris-(p- 
diethylaminophenyl)methane and tris-(p-dipropylaminophenyl)methane. Thus, either because 
the compositions and methods of Frommeld are immediately envisionable using these two leuco 
dyes thus anticipating the instant invention or their exchange for the leuco crystal violet in the 
Examples of Frommeld et al is prima facie obvious to avoid discoloration in dark storage while 
still remaining to form a good contrast image when exposed to light. The examiner has noted the 
showings made in the instant specification but these are not with the closest prior art which is 
that of Frommeld et al. 
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75. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Sidney et al (US 5,206,1 18) teaches forming a dosimeter using an epoxy resin and a 
leuco dye. In Sidney et al, see particularly Example 13 and Leuco Crystal violet in col. 7. Sharp 
et al (US 4,229,519) also makes use of a species of the instant compounds for print out images 
but calls it Leuco propyl violet in Example 21 . MacLachlan and MacLachlan et al are cited to 
show the known properties of leuco ethyl crystal violet (LECV). 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Hamilton whose telephone number is 571-272-1331. 
The examiner can normally be reached on Monday through Friday 8:30 am to 5:00 pm. 
17. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner 's 
supervisor, Cynthia H. Kelly can be reached on (571) 272-0729. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Cynthia Hamilton/ 

Primary Examiner, Art Unit 1795 

March 11,2009 



